Fundamentals around IP Disclosures at UHN
A guide based on UHN’s Intellectual Property (IP) and Commercialization Policy
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Commercialization at UHN
Intellectual Property Disclosure
An Intellectual Property Disclosure form is required for our office to launch an intellectual property analysis. Please contact us if you have any further queries. The UHN Intellectual Property Policy is available at: 
http://documents.uhn.ca/sites/uhn/Policies/Administrative/General_Administration918650/1.20.013-doc.pdf

Please print out the disclosure form, have at least all UHN creators sign and date the document. Indicate a single affiliated UHN research institute, as appropriate for the present disclosure, and send the original signed hard copy, including supporting data, to: Commercialization at UHN Office, 101 College Street – Suite 150 - Heritage Building – MaRS Centre, Toronto, Ontario M5G 1L7 or email the disclosure and all supporting information to: commercialization@uhn.ca 

	[bookmark: invention_track_code]Commercialization Reference No.:       

	1. Title of Intellectual Property
	[bookmark: invention_title]     


Name all individuals that made inventive or significant contribution(s) to conceiving the intellectual property and/or making it functional. Please Note: “Creator(s)” are individuals identified as (i) an author, (ii) an inventor, or (iii) in respect of IP which is neither patentable or copyrightable subject matter, a significant intellectual contributor to the development of such IP, but only where such development is not a routine or known practice or activity. “Inventor(s)” is any individual (which includes any UHN personnel) who makes an inventive contribution to the creation and/or development of patentable IP (as determined in law). “Inventorship” (e.g., for inventions) is not necessarily equated with authorship on a scientific publication. “Author(s)” are individuals (including any UHN personnel) who authors copyrighted IP (as determined in law). “Authorship” (e.g., for purposes of copyright in, for example, algorithms/software) is premised on actual contribution to the writing of the work.

2. Creators

Name all individuals that made inventive or significant contribution(s) to conceiving the intellectual property and/or making it functional.

Please list the Lead Creator
[bookmark: CONTRIBTWO]     
[bookmark: Text25]     

Please list all additional Creators
[bookmark: ADDITIONALCONTRIB]     
[bookmark: Text27]     


	3. Description of Intellectual Property
	Briefly describe your discovery, how it is different from present products and its potential commercial application(s):
[bookmark: description]     
Briefly describe the proposed product:
[bookmark: Proposed]     

Who are the main commercial competitors?
[bookmark: commercial]     

[bookmark: DISCOLINK]Is this discovery linked or closely related to a previous disclosure?      
[bookmark: tdc_yes]If yes, provide TDC reference number or other identifier:      


	4. Previous Disclosure

	Have the research results been publicly disclosed in any form (including public presentation, meeting abstract/poster, scientific publication, thesis publication, etc.)?
[bookmark: pubresearch]     
[bookmark: yesdate]If yes, earliest Publication Date:      
List additional publications below: 
[bookmark: addpubs]     
(Please provide copies of all materials listed above.)

	5. Upcoming Disclosure

	Is a manuscript or other public disclosure (written or oral) in preparation, submitted, or accepted?
[bookmark: upcoming]     
[bookmark: targetpub]Targeted earliest publication (or presentation) date:      

[bookmark: targevent]Targeted journal or event:      
(Please provide copies of all materials as available.)

	6. Where Work was Performed
	[bookmark: Text13]Where was the work performed – UHN or other?
[bookmark: WORK]     
[bookmark: workyes]If other, please specify:      

	7. Funding

	How was the research resulting in the creation of the intellectual property funded, and what organization administered the research funding (grants, industry/company sponsored research, etc.)?
[bookmark: fundedby]     	
[bookmark: FUNDED_BY_3F]If other, please specify:      
[bookmark: grantyes]Please provide details and UHN reference number, if available.      
Was the funds administered by UHN or other?
[bookmark: FUNDSADMIN]     
If other, please specify: 
[bookmark: adminyes]     







	Creators 

	Name
	Affiliated UHN Institute
	Telephone/Email

	Lead (Contact) Creator:
[bookmark: inventor_01]     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen  ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	[bookmark: inventor_address_ph1]Telephone: 
[bookmark: inventor_address_em1]Email:      


	Creator 2:
[bookmark: inventor_02]     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen  ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	[bookmark: inventor_address_ph2]Telephone: 
[bookmark: inventor_address_em2]Email:      


	Creator 3:
[bookmark: invnetor_3][bookmark: inventor_03]     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	[bookmark: inventor_address_ph3]Telephone: 
[bookmark: inventor_address_em3]Email:      


	Creator 4:
[bookmark: inventor_4][bookmark: inventor_04]     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	[bookmark: inventor_address_ph4]Telephone: 
[bookmark: inventor_address_em4]Email:      


	Creator 5:
[bookmark: inventor_5][bookmark: inventor_06]     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	[bookmark: inventor_address_ph6]Telephone: 
[bookmark: inventor_address_em5]Email:      


	Creator 6:
[bookmark: inventor_6][bookmark: inventor_05]     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	[bookmark: inventor_address_ph5]Telephone: 
[bookmark: inventor_address_em6]Email:      


	Creator 7:
     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	Telephone: 
Email:      


	Creator 8:
     

		
Signature	Date
	☐ TGHRI	☐ KITE	☐ Krembil
☐ McEwen ☐ TIER
☐ the Princess Margaret

☐ Non-UHN: 
	Telephone: 
Email:      






Fundamentals around IP Disclosures at UHN
A guide based on UHN’s Intellectual Property (IP) and Commercialization Policy

Note: capitalized terms are as defined in UHN IP & Commercialization Policy
For questions and support contact your Commercialization at UHN team member

UHN IP and Commercialization Policy Fundamentals

The Policy ensures the management and protection of IP arising from research, clinical, educational and related activities conducted at UHN; outlines our commitment to strengthening our local and global economy; and maximizes patient impact through commercialization.

Fundamentals

· UHN’s IP and Commercialization Policy applies to all UHN Personnel, and all IP developed using UHN resources. 
· UHN owns the resulting IP, and Commercialization at UHN manages these policy matters.
· UHN Personnel are required to disclose to Commercialization at UHN all work products that are IP, or have the potential to create IP.
· UHN Personnel disclose IP through a completed and signed Intellectual Property Disclosure (IPD) form.  Commercialization at UHN can supply the form and assist with the performance of this requirement by UHN Personnel.

Guidance in Determining Creators and their Contributions

· All Creators must be identified, and disclosed to Commercialization via an IPD, whether they are UHN Personnel or otherwise.
· A Creator is someone who has made a significant intellectual contribution to the IP.
· Inventors (for patentable inventions) are automatically Creators.
· The criteria for Creator and Inventor are different than the academic requirements for Authorship.
· It is the responsibility of all listed Creators to ensure that all Creators are identified.
· UHN distributes fifty percent (50%) of Net Revenues derived from commercialization of IP that is a Research Work to UHN Creators.
· An individual Creator’s entitlement to Net Revenue shall be in the relative proportion of their individual contribution to the IP that generated the Net Revenue, and as unanimously agreed to by all Creator(s) in writing to and accepted by Commercialization at UHN (‘form’ to be supplied).  After acceptance, the entitlement to Net Revenue to listed Creators is fixed.

Importance of Determining Inventorship

· It is critically important that the list of Creators include all Inventors.  Being an Inventor has a particular meaning in patent law – and failure to properly name an Inventor can invalidate a patent.  See guidance below:  
  


How to Determine Whether Somebody is an Inventor:

· Each “claim” of a patent describes an aspect of the Invention – the scientific advancement(s)/leap(s) over the prior art (what was known before the Invention) which seeks formal protection.  Inventors must have contributed to at least one of the claims.
· Conception of the Invention is sufficient to be an Inventor.  Conception is the formation of the idea of the operative aspects of the Invention.  For example, if the Invention is “use of a prostate cancer drug to treat arthritis”, it is sufficient to have predicted/conceived that the prostate cancer drug would work to treat arthritis.    
· If all aspects of the Invention have been “conceived” it is not necessary that the Invention be experimentally proven (reduced to practise).   
· Some Inventions are conceived and reduced to practise concurrently.
· Typically, the person(s) who only performed the experiments are not Inventors – but those person(s) can be Inventor(s) if they offered suggestions,  ideas, or made changes, that led to the operative feature(s) of the Invention in a claim, and deviated from the original conceived ideas.
· Where unexpected hurdles arose during the experiments, and the solutions were made independently by person(s) performing the experiment, and that solution was unexpected, and the solution manifested itself in a claim, those person(s) are Inventor(s).
· An Invention can be made by two or more persons jointly, even if they didn’t physically work together, and even if each person didn’t make an inventive contribution to the subject matter of every claim.  
· UHN patent counsel will be available to support the determination of Inventorship if required.

Factors typically NOT to be considered in determining Creatorship/Inventorship:

· Generating results/data without additional contribution
· Performing experiments as instructed without independent contribution
· Performing or instructing another person to perform a routine or known practice, or activity
· Drafting/writing manuscripts and grant applications (however the Creator may have conceived of the Invention and outlined the Invention in the grant application)
· Obtaining grant funding 
· Identifying a licensee for the IP
· A persons’ status/hierarchy within the lab/organization
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